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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 06 October 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 6-40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 6-40 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. This office action is in response to amendment filed on October 6, 2006. Claims 6-40 are 
now pending in the application. 

2. A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on October 6, 2006 has been entered. 

3. In view of the amendment and arguments presented, all previous rejections are 
withdrawn and new rejections are presented in this office action. 

Information Disclosure Statement 

4. The IDS submitted on October 6, 2006 lists a Korean patent. The English language 
abstract of this document submitted by the applicant has no relevance to the instant invention. 
Therefore, it has not been considered by the examiner. 



Claim Rejections - 35 USC§112 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 22 and 23 recite the limitation "A coating layer for vibration damper according to 
claim 16" and "A coating layer for vibration damper according to claim 17" in the preamble. 
There is insufficient antecedent basis for this limitation in the claim. 

Previously Cited Statutes 

7. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. Claims 6-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Koger et al. 
(US 6,646,058 Bl). 

The prior art to Koger discloses a waterborne paint composition including an 
opacifying pigment, a core shell polymer latex with acid functionality, and a polymer 
polymerized from a group of monomers including a macromer having a hydrophobic portion and 
an ethoxylated portion (abstract). The core shell polymer constitutes the binder latex in the paint 
composition. Additionally, the paint composition includes a dispersant latex, an opacifying 
pigment and a thickener (col 2, lines 20-25, col. 5, lines 37-52). The dispersant is a copolymer 
of an acid containing monomer in amounts of 20-70 wt.% and a macromer in amounts of 0.5-60 
parts by wt. (col. 5, lines 37-52). The macromer is an ethoxylated monomer with ethylenic 
unsaturation, such as those with 5 to 150 moles of ethylene oxide units with hydrophobic 
moieties having 6-30 carbon atoms. The generic formula of the macromer is described in col. 7, 
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lines 1-15. The dispersant has a particle size of 0.01 to 1 micron. The dispersant latex is formed 
by free radical emulsion polymerization (col. 6, lines 1-42, col. 7, lines 1-65). The amount of 
dispersant in the paint composition is preferably from 0.1 to 10 wt.%. 

The paint composition may further include thickeners such as those comprising an 
aqueous emulsion reaction product of an unsaturated carboxylic acid monomer and a macromer 
comprising an ethoxylated portion and a hydrophobic tail. In a preferred embodiment, the 
thickener is prepared from the monomers that constitute the dispersant polymer. The thickener 
particle size ranges from 0.1 to 0.4 micron and may be used in amounts of 0.0 to 20, more 
preferably from 1-3 wt.% (col. 10. Lines 19-67). The paint compositions additionally include 
inorganic compound that serve as pigments and extenders, in amounts of 5 to 50 wt.% and 0- 
40% by wt, respectively (col. 9, lines 45-67, col. 10, lines 1-19). The core shell latex polymer 
may be present in amounts of 5-80% by wt., based on the total solids wt. The total solids content 
in the paint, by volume, ranges from 20-60% by wt. (col. 11, lines 7-13). 

The difference between the prior art and the instant invention is that the prior teaches a 
broader ranger for the use of macromer in the dispersant/thickener composition. 

The prior teaches a range of 0.5-60 wt.% of the macromer. Given that this range 
overlaps with the instantly claimed range, it would have been obvious to a skilled artisan to 
include any amount of the macromer, including amounts recited in instant claims, and thereby 
obtain the instant invention absent evidence to criticality of the claimed range. 

With regard to the preamble, a preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a process or the intended use of a structure, and where the 
body of the claim does not depend on the preamble for completeness but, instead, the process 
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steps or structural limitations are able to stand alone. In re Hirao, 535 F.2d 67, 190 USPQ 15 
(CCPA 1976) (process claims, discussed below); 

With regard to claims 30, 31, 38 and 39, the opacifying pigment may range from 5- 
50% by wt. and may include zinc oxide and calcium carbonate. 

With regard to the solid mass, the prior art discloses a total solid content as ranging from 20- 
60%by volume. It is the examiner's position that the pigment/extender/core latex that contribute 
predominantly to the solid portion of the paint composition have a density in excess of 1 and thus 
the compositions would intrinsically have a range in mass content excess of 20-60%. 

Response to Arguments 

9. Applicant's arguments with regard to the presence of the thickener component as an 
emulsion is not found persuasive, absent evidence to criticality. Instant specification discloses 
that the thickener may be prepared by a variety of polymerization techniques, including 
suspension and solution polymerizations. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satya Sastri at (571) 272 1112. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached at (571) 272 1114. 
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The fax phone number for the organization where this application or proceeding is 
assigned is (571)273 8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see <http ://pair-direct.uspto. gov> . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



SATYA SASTRI 
December 13,2006 
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SUPERVISORY WENT EXAMINER 
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